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Opi nion by Hairston, Adm nistrative Trademark Judge:

The Sherwin-W I 1lians Conpany has filed an application
to register the mark PAINTER S PREFERRED for “caul ki ng and
adhesi ve seal ants for general use.”!

The Trademark Exam ning Attorney has finally refused
regi stration under Section 2(e)(1) of the Trademark Act, 15
U S.C. 81052(e)(1), on the ground that applicant’s mark is

merely descriptive of its goods.

! Serial No. 78/070,590, filed June 22, 2001, alleging dates of
first use of June 28, 2000.
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Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but no oral hearing
was requested.

The Exami ning Attorney contends that,

...When applied to the [a]pplicant’s goods, the

mar k, PAI NTER S PREFERRED, i mredi ately descri bes

wi t hout any exercise of inmagination, nental

processi ng or gathering of further informtion,

the nerely descriptive significance of the

wording as it relates to the quality, use and

pur pose of the [a]pplicant’s goods as used by

and preferred by painters who know the quality

[ of] products.

(Brief, p. 5).

I n support of the refusal, the Exam ning Attorney nade
of record third-party registrations that include the
di sclai med word “PAINTER’ for paint and rel ated products.
Al so, she made of record third-party registrations that
i nclude the word “PREFERRED,” which issued on the
Suppl enent al Regi ster or under the provisions of Section
2(f), or with a disclainer of “PREFERRED, for various goods
and servi ces.

Applicant, in urging reversal of the refusal to
regi ster, argues that the mark PAINTER S PREFERRED is at
nost suggestive of the identified goods; that the word
“PREFERRED’ does not describe any specific characteristic
or quality of the goods; and that any doubt regarding

descriptiveness should be resolved in applicant’s favor.
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Appl i cant made of record third-party registrations of marks
that include the words “PAINT” or “PREFERRED,” which issued
on the Principal Register with no Section 2(f) claimor
wi t hout a disclainmer of the words “PAINT” or “PREFERRED.”

Atermis nerely descriptive, and therefore
unregi strabl e pursuant to Section 2(e)(1), if it
i mredi ately conveys information concerning a quality,
characteristic, function, ingredient, attribute or feature
of the goods with which it is used. 1In re Bright-Crest,
Ltd., 204 USPQ 591 (TTAB 1979). On the other hand, a term
which is suggestive is registrable. A suggestive termis
one whi ch suggests, rather than describes, such that
i magi nation, thought or perception is required to reach a
conclusion as to the nature of the goods. In re Gyul ay,
820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cr. 1987). There is
but a thin line of distinction between a suggestive and a
nmerely descriptive term and it is often difficult to
determ ne when a term noves fromthe real m of
suggestiveness to the sphere of inperm ssible
descriptiveness. In re Recovery, Inc., 196 USPQ 830 (TTAB
1977) .

Appl yi ng these principles to the evidence of record,
we concl ude that PAINTER S PREFERRED has not been proven to

be nmerely descriptive of caul king and adhesi ve seal ants for



Ser No. 78/070, 590

general use. The mark only suggests that applicant’s goods
are of high quality because they are “preferred’ by
painters. Sone thought or perception is required to draw
this concl usion concerning the nature of applicant’s goods.
Al t hough we have consi dered, of course, the third-
party registrations introduced by the Exam ning Attorney,
we are not persuaded to reach a different result in this
case. Such registrations tend to show that in the past,
the Trademark Exam ning Operation has viewed the word
“PAINTER S” to be nmerely descriptive when applied to paint
and rel ated products and the word “PREFERRED’ to be nerely
descriptive for various goods and servi ces when “PREFERRED
nodi fi es the name of the goods or services. For exanple,
PREFERRED LEGAL PLAN i s registered on the Suppl enenta
Regi ster for |egal services; PREFERRED HOVEBUYERS PROGRAM
is registered on the Principal Register under Section 2(f)
for nortgage | ending and real estate agency services; VIP
PREFERRED CARD i s registered on the Principal Register for
check cashing services with a disclainmer of “PREFERRED;”
and PREFERRED BLEND and design is registered on the
Principal Register for wild bird food and wild bird seed

with a disclainmer of “PREFERRED BLEND.”
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O course, in this case, the mark sought to be
regi stered i s PAINTER S PREFERRED, not PREFERRED CAULKI NG
AND ADHESI VE SEALANTS, and thus applicant’s mark is
somewhat different fromthe marks in the third-party
regi strations submitted by the Exami ning Attorney.?

Finally, we recognize that we nust resol ve whatever
doubt we may have regarding the nmerely descriptive
character of the mark in favor of applicant and the nmark
shoul d be published for opposition. 1In re Rank
Organi zation Ltd., 222 USPQ 324, 326 (TTAB 1984) and cases
cited therein.

Based on the record before us, we conclude that the
mar K PAI NTER S PREFERRED, when applied to caul king and
adhesi ve seal ants, is not nmerely descriptive.

Deci sion: The refusal to register under Section

2(e)(1) is reversed.

2 On the other hand, applicant’s nmark is nore akin to the marks
inthe third-party registrations submtted by applicant. For
exanple, the follow ng marks regi stered on the Principal Register
with no claimof Section 2(f) and no disclainmer of the word
“PREFERRED’: EMPLOYEE PREFERRED for banki ng services; SEN ORS
PREFERRED for noisturizing |lotions and creans; ACCOUNTANTS
PREFERRED for staffing services specializing in accountants; and
HOVEBUYERS PREFERRED for a radon protection plan.



